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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 17-31, drawn to an adhesive tape, classified in class 428, subclass 40. 1 . 

II. Claim 32, drawn to a method of applying an adhesive tape to a substrate, 
classified in class 156, subclass 272.2. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as process of making and product made. The inventions 
are distinct if either or both, of the following can be shown: (1) that the process as claimed can be 
used to make another and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In this instant case the 
product as claimed can be made by another and materially different process such as extruding a 
layer of the adhesive material, curing it and applying the cured material to a backing material. 

3. Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art in view of their different classification, restriction for 
examination purposes as indicated is proper. 

4. During a telephone conversation with Scott Bardell on May 22, 2006 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 17-31. 
Affirmation of this election must be made by applicant in replying to this Office action. Claim 
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32 is withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to 
a non-elected invention. 

Claim Objections 

5. Claim 21 is objected to because of the following informalities: The word polyester is 
misspelled in the second line of the claim. Appropriate correction is required. 

Claim Rejections -35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

7. Claims 17 - 31 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 17 recites the limitation "said optionally partially cured precursor" in claim 17. 
There is insufficient antecedent basis for this limitation in the claim. The claim only refers to a 
radiation curable precursor. 

The phrases "said radiation curable precursor exhibits a loss tangent of at least 1 at a 
temperature of 50 °C" in claim 17 and "said adhesive exhibits a loss tangent of between 1-10 at 
50 °C" in claim 18 are unclear, which render the claims vague and indefinite. The specification 
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is silent with regard to, how the loss tangent is measured, what exactly the loss tangent is 
measuring. 

The phrase "Adhesive tape according to claim 17 comprising a backing" in claim 29 is 
unclear, which renders the claim vague and indefinite. The adhesive tape of claim 17 already 
contains a film with the precursor material coated on it, and the film appears to function as a 
backing material as shown by the specification and figures. 

Claims 18-28, 30 and 31 are also rejected under 35 U.S.C. 1 12 2 nd due to their 
dependency on the above rejected claim. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 17 - 19, 22 - 26 and 29 - 31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Calhoun et al. (USPN 5,344,681). 

Calhoun et al. disclose an adhesive tape (Column 1, lines 15-18) comprising at least one 
layer of radiation curable precursor of an adhesive (Column 6, lines 28 - 30 and line 41) and at 
least one film having two essentially parallel surfaces wherein at least one of said surfaces which 



Application/Control Number: 10/509,588 Page 5 

Art Unit: 1772 

is in contact with said radiation curable precursor (Figure 1, #1 1 and 14), comprises a series of 
recesses therein (Column 4, lines 43 - 46) and can be removed from said radiation curable 
precursor (Figure 3) as in claim 17. The adhesive exhibits a loss tangent of between 1-10 at 50 
°C, and therefore, the radiation curable precursor exhibits a loss tangent of at least 1 at a 
temperature of 50 °C as in claims 17 and 18 due to the similar materials being used (Column 6, 
lines 28 - 57). With regard to claim 19, the radiation curable precursor comprises at least one 
radiation curable polymer materials (Column 6, line 41), and due to the optional language of the 
claim, the one or more non-radiation curable polymer materials and an effective amount of a 
photoinitator do not have to be present. The film comprises either a polymer film or paper 
(Column 7, lines 62 - 64) as in claim 22. With regard to claims 23 - 26, the recess have a cross- 
sectional shape selected from polygonal or circle (Column 8, lines 19-22, wherein the circle 
would be curved), the number of recesses are four per centimeter (Column 8, lines 33 - 35) orl6 
per centimeter (Column 10, line 17), the recesses form a pattern (Column 6, lines 7-9) and the 
ratio of the sum of the average extension of the projections and the average depth of the recesses 
to the average of the radiation curable adhesive layer is at least 0.2 (Column 10, lines 16 - 22). 
As in claim 29, the adhesive tape comprises a backing (Column 8, lines 58 - 60). The radiation 
curable precursor is tacky (Column 6, lines 47 - 48) as in claim 30. Regarding claim 31, the 
adhesive tape is wound up in the form of a roll (Column 4,-line 46). 

Claim Rejections - 35 USC § 103 
10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/509,588 Page 6 

Art Unit: 1772 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claims 20, 21, 27 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Calhoun et al. (USPN 5,344,6.81) in view of Williams et al. (USPN 5,462,797). 

Calhoun et al. disclose an adhesive tape (Column 1, lines 15-18) comprising at least one 
layer of radiation curable precursor of an adhesive (Column 6, lines 28 - 30 and line 41) and at 
least one film having two essentially parallel surfaces wherein at least one of said surfaces which 
is in contact with said radiation curable precursor (Figure 1, #1 1 and 14), comprises a series of 
recesses therein (Column 4, lines 43 - 46) and can be removed from said radiation curable 
precursor (Figure 3). However, Calhoun et al. fails to disclose the radiation curable polymer 
materials selected from the group comprising epoxy containing polymer materials and/or 
polymer materials with unreacted vinyl groups and/or unreacted (meth)acrylated groups, the 
optional non-radiation curable polymer materials selected from a group consisting of 
polyolefins, polyester, (meth)acrylate polymers, polyurethanes, fluoropolymers, ethylene-vinyl 
acetate polymers, rubber bases polymer and blends thereof, the radiation curable adhesive layer 
being reinforced by a layer of non- woven material and the ratio of the thickness of the 
reinforcing layer to the thickness of the radiation curable adhesive layer is from 0.1 to 0.9. 

Williams et al. teach an pressure sensitive adhesive composition (Column 2, lines 64 - 
65) made with radiation curable polymer materials selected from the group polymer materials 
with unreacted vinyl groups and/or unreacted (meth)acrylated groups (Column 32, lines 40 - 43), 
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the optional non-radiation curable polymer materials selected from a group consisting of 
polyester (Column 7, line 29), (meth)acrylate polymers (Column 7, line 30), polyurethanes 
(Column 32, line 44) and effective amount of a photoinitator (Column 32, lines 47 - 48), the 
radiation curable adhesive layer being reinforced by a layer of non- woven material (Column 17, 
lines 10-11) and the ratio of the thickness of the reinforcing layer to the thickness of the 
radiation curable adhesive layer is from 0.1 to 0.9 (Column 16, lines 71-53; Column 17, lines 
10-11, wherein the ration would fall between 0. 1 to 0.9 depending on the thickness of the 
adhesive selected since the material is mixed with the adhesive) for the purpose of forming an 
adhesive material where the viscosity is controlled through the polymerization of the material 
and the photoinitiator (Column 17, lines 53 - 62). 

It would havevbeen obvious to one of ordinary skill in the art at the time the applicant's 
invention was made to have provided the composition of the radiation curable polymers that 
form the adhesive in Calhoun et al. in order to form an adhesive material where the viscosity is 
controlled through the polymerization of the material and the photoinitiator as taught by 
Williams et al. since Calhoun et al, states that the type of pressure sensitive adhesive is not 
critically limited. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Nordmeyer whose telephone number is (571) 272- 
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1496. The examiner can normally be reached on Mon.-Thurs. from 7:00-4:30 & alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Patricia L. NordmeyerO 

Examiner 

Art Unit 1772 

pin 



